03/03/2005 Id : 29 FAX S56414105S 



Cheryl Cohen 



Remarks 



The Office Action mailed February :»3, 2005 has been reviewed and carefully 



considered. Claims 14 and 15 have been 



amended. No new matter has been added. 



5&00 



Claims 1-24 are pending in the present ap jlication of which claims 1 , 12 and 22 are the 
independent claims. Reconsideration of tfe outstanding rejections in view of the 
amendments to the claims and remarks presented herein is respectfully requested. 

On an informal note, the Examiner objected to the Abstract as exceeding 150 
words in length. Applicant has amended the Abstract so that it now falls within the 
acceptable length. No new matter has been added. Withdrawal of the objection in view 
of the amendment to the Abstract is requej ted. 

Claims 14 and 15 are rejected unde-35 U.S.C. §112, second paragraph, as 
failing to provide proper antecedent basis f ir the term "releasable securing device 5 . 
Applicant has amended claims 14 and 15 1 ccordingly to substitute the term "zipper 
chain" for the term "releasable securing device". Proper antecedent basis for the term 
"zipper chain" is found in base claim 12. A >plicant requests that the rejection under 35 
U.S.C. § 112, second paragraph, be withdrawn in view of the amendment to claims 14 
and 15. 

Claims 1-9, 11-19 and 21-24 are rejected under 35 U.S.C. §102(b) as anticipated 
by U.S. Patent No. 5,154,332 (Williams et * I.). Claims 1-24 are rejected under 35 
U.S.C. §103(a) as obvious over Williams et al. 

Applicant respectfully traverses the Examiner's rejection of all the claims as 
anticipated by or obvious over Williams et a I. As indicated in the preamble of each 
claim, the invention is directed to "a backpa *" while the body of the claims specify the 
elements or features of the backpack. The praminer in his rejection of the claimed 
invention states: 

"Williams teaches an enclosure for bick carried-equipment that includes a front 
panel (26), a back panel (28), two side pane Is (34a and 34b), a top panel (32) and a 
bottom panel (30) that form a main compart nent (16). Williams discloses a releasable 
securing device, which in the preferred embodiment is a zipper (14c), for accessing the 
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main compartment v^ith a terminating end 
beginning end on the front pane [sic]. The 
longitudinally when the backpack is held 
(52) where the end of the zipper would res 
3 of the February 23, 2005 Office Action) 
Applicant respectfully traverses the 
anticipated by the prior art. Williams et al. 
equipment, fn rejecting the present claimed 
improperly refers to the fabric enclosure 16 
However, the fabric enclosure 16 is a 
part of the backpack 58, thus the Examiner 
anticipation of the present claimed backpac k 



disposed on the back panel and the 
zipper of the Williams device is oriented 
upright and terminates at the shoulder straps 
against a wearer's body when worn/ (Page 



shiel iing 



that 



Ex€ miner i 



discloses a conventional backpack 58 (as 
and thus shielded from the environment by 
separate from and not a part of the backpaj* 
fabric enclosure 16. When the zippers 14a 
rolled up whereby shoulder straps 52 of the 
the opening in the fabric enclosure 16 so 
enclosure. Since the fabric enclosure 16 is 
the backpack "rtseff it is improper for the 
present claimed invention which is limited 
disclose or suggest that backpack 58 has 
i.e., a releasable securing device/zipper ch^in 
wherein the terminating end is disposed on 
disposed on the second panel, as found in 
Williams et al. fails to disclose or suggest 
device for accessing the main compartment 
along at least two of the plural panels". 

Furthermore, the term "backpack" in 
accorded patentable weight. MPEP 2111.0;! 



to 
tfe 



that 



criteria and conditions by which the preamble 
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Examiner's rejection of the claims as 
s directed to an enclosure for back-earned 
backpack invention the Examiner 
and the features associated therewith. 

encasement separate from and not a 
has failed to set forth a prima facie case of 
Specifically, the Williams et al. patent 
4hown in phantom in Figure 4) encased in 
the patented fabric enclosure 16 which is 
;. The backpack 58 is placed inside the 
14b are unzipped the flap of material 42 is 
backpack may extend or protrude through 

the backpack may be worn with the 
separate from and does not form a part of 
to rely on its features in rejecting the 
the backpack itself. Williams et al. fails to 
claimed features of the present invention, 
in for accessing the main compartment, 
he back panel and the beginning end is 
(jlaims 1 and 12. With respect to claim 22, 
backpack 58 has u a releasable securing 
the releasable securing device extending 



lie 



preamble of each claim must be 
entitled "Effect of Preamble" sets forth the 



limits the scope of the claim. As 
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espoused by the Federal Circuit the appfitabte 
when read in the context of the entire clairfi 
claim preamble is 'necessary to give life, 
claim preamble should be construed as if i 
Inc. v. Hewlett-Packard Co., 182 F.3d 129 
1999). Thereafter, the same MPEP secticji 
Customs and Patent Appeals in which the 



stated 4 it is only by that phrase that 



§0.10 



test provides "If the claim preamble, 
, recites limitations of the claim, or, if the 
njieaning, and vitality' to the claim, then the 
i the balance of the claim." Pitney Bowes, 
, 1305, 51 USPQ2d 1161, 1165-66 (Fed. Csr. 
refers to an early decision by the Court of 
test was applied. 



"Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 
1951) (A preamble reciting 'An abrasive article' was deemed essential to 
point out the invention defined by claims to an article comprising abrasive 
grains and a hardened binder and the process of making it. The court 

data** "if Ib. x»r,K» Kwlk^t -I : i i_ _ , ., ... 



can be known that the subject matter 



j - - r > vun nuunii uiai lliaai 

defined by the claims is comprised sis an abrasive article. Every union of 
substances capable inter alia of use as abrasive grains and a binder is not 
an 'abrasive article.'" Therefore, the preamble served to further define the 
structure of the article produced.)." 
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The same principles established in t'jopa v. Robie are equally applicable in the 
present application in which the term "back rack" is essential to point out the invention 
defined by the claims. It is only by the use of the term that the subject matter defined by 
the claims is comprised as a "backpack". £ very enclosure having panels and a main 
compartment is not a "backpack". Therefoie, the preamble serves to define the 
structure of the article produced. It is the b ickpack that includes "at least two panels" 
and "a releasable securing device", as claimed. Accordingly, it is improper for the 
Examiner to have ignored such limitation at id relied upon features of the fabric 
enclosure that is separate from and not a p; irt of the backpack, as taught by the 
Williams et al. patent, to read on the present claimed invention. Accordingly, applicant 
submits that ail the claims are patentable o\er the art of record and submits that the 
claim rejections under 35 U.S.C. §102(b) ar d §103(a) be withdrawn. 

Moreover dependent claim 9 further .alls for the releasable securing device "to 
be disposed substantially laterally, when the backpack is held substantially upright". 
The Examiner in rejecting claim 9 as anticip ated by the prior art states "The top panel of 
the Williams device could be considered the bottom or side panel depending on the 
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cons dered 



itself as 



orientation of the device. For example, in 
shown that the releasable securing device^ 
variety of orientations while remaining with 
(Page 3 of February 23, 2005 Office Actioiji) 
disclose alternative embodiments for a 
longitudinal V arrangement of the zippers, 
orientation of the zippers substantially 
substantially upright as found in claim 9 
zippers oriented in a longitudinal orientatiofi 
upright (as shown). 

Furthermore, applicant disagrees 
panel of the Williams device could be 
the orientation of the device*. The backpack 
position. It is the backpack 58 disposed wt 
the orientation of the fabric enclosure j 
of the backpack and the positioning of its 
through the opening of the fabric enclosure 
claim calls for the backpack to be in a 
of the fabric enclosure 16 is that either as 
degrees in a vertical direction (in order to 
accommodate the shoulder straps of the 
fabric enclosure to be considered the side 
be rotated 90 degrees relative to the 
such modification since the fabric enclosure 
rectangular shaped backpack nor would the 
unobstructed passage of the shoulder straps 
worn with the enclosure. 

In the outstanding Office Action, the 
discloses, 'a closure device could be 
which would position a releasable securing 



igures 7 and 8 disclosed by Williams, it fe 
and panels of the enclosure can take a 
in the scope and spirit of the disclosure." 
Applicant submits that Figures 7 and 8 
cylindrical shaped fabric enclosure 16 and a 

respectively, but fail to teach or suggest the 
laterally when the backpack 58 is held 

o the contrary, both embodiments show the 
when the backpack 58 is held substantially 



; wi :h 



across a portion of the skJe panel." The 
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the Examiner's statement that "the top 

the bottom or side panel depending on 
58 as shown in the figures is in an upright 
within the fabric enclosure 16 that determines 
a result of the overall rectangular shape 
sjioulder straps 52 that must be able to pass 
16 when the flap is rolled up. Since the 
substantially upright position, the only orientations 
i in the Figures or rotated by 180 
njaintain the opening arranged to 
be ckpack). In order for the top panel of the 
fianel the fabric enclosure 16 would have to 
backpack 58. The reference teaches away from 
16 would not be able to cover the 
opening be properly aligned to permit the 
therethrough so that the backpack may be 



I Examiner also asserts that "Williams farther 
configured in a T orientation , (column 5, line 22) 
device laterally where it would extend 



patent fails to disclose or suggest that the 
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C3lls 

p< nel 



lateral section of ihe T would extend 
limitation provided in the base claim that 
a terminating end disposed on the back 
second panel "A daim is anticipated only 
claim is found, either expressly or inherency 
Verdegaal Bros, v. Union Oil Co. of Calft r o/|n#a, 
1053 (Fed. Cir. 1987). Without express 
anticipate the claimed invention calling for [the 
terminating end disposed on the back panol 
panel, and the releasable securing device 
the backpack is held substantially upright 
Returning again to the outstanding 
that "a second set of straps (18) are disposed 
orientation, would cause the releasable 
portion of the side panel." Handle straps 1 
to the fabric enclosure 16 and extend 
58. However, the handle straps 18 are not 
securing device "for accessing the main 
the base claim), but instead the handle 
interior of the fabric enclosure . 

Dependent claim 19 contains similar 
is distinguishable over the prior art for at 
respect to claim 9. Moreover, claim 19 is 
expressly calls for "the zipper chain" to be 
backpack is held substantially upright". The 
analogous to the claimed zipper chain 
19 are patentable over the prior art of recorc 
claims as anticipated by Williams et al. be 

Dependent claim 1 1 is also 
the releasable securing device to be "adapted 



stra as 



legist 



panel of the backpack so that the terminatin i 
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beyo(id the back panel and thus fails to read on tee 
for the releasable securing device having 
and a beginning end disposed on a 
if each and every element as set forth in the 
described, in a single prior art reference * 
r, 814 F.2d 628, 631, 2 USPQ2d 1051, 
or implied teaching the reference fails to 
releasable securing device to have a 
I, a beginning end disposed on a second 
^eing disposed substantially laterally when 

(pffice Action, the Examiner further maintains 
laterally, which, when carried in this 
securing device to extend across at least a 
, referred to by the Examiner, are mounted 
laterally across the back panel of the backpack 
analogous to the claimed releasable 
compartment" of the backpack (as called for in 
18 when released allow passage into the 



language to that found in claim 9 and thus, 
the same reasons expressed above with 
fiirther distinguishable over Williams in that it 
fisposed substantially laterally, when the 
handle straps 18 of Williams are not 
Accordingly, applicant submits that claims 9 and 
and requests that the rejection of these 
withdrawn. 

distinguishable over Williams et al. in that it calls for 
to extend sufficiently along the back 
end rests against a wearer's body when 
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worn." In rejecting claim 11, the Examiner 
oriented longitudinally when the backpack 
straps (52) where the end of the zipper wrj niri 



thatl 



(Page 3 of February 23, 2005 Office 
disagrees with the Examiner's assertion 
rest against the wearer's body when worn, 
discloses that Third zipper 14c originates 
and terminates between but just above 
back panel 28." (Col. 3, II. 48-51 and Fig 
Figure 4, shoulder straps 52 must be able 
opening in the fabric enclosure 16 when zi 
is rolled back so that the backpack may be 
terminating point of zippers 14a and 14b 
are mounted to the backpack 58 to allow 
As previously mentioned the specification 
zipper 14c is above the terminating points 
terminating end of none of the zippers will 
mounted to the backpack 58. In order for 
against the wearer when worn it would havt i 
the shoulder straps are mounted to the 
patent. It is inconceivable how the 
zipper 14c (that is above zippers 14a, 14b), 
worn since the terminating end of each 
which the shoulder straps 52 are mounted 
that of dependent claim 1 1 , but calls for a ' 
securing device". Accordingly, claim 21 is 
the same reasons expressed above with 

Claims 10 and 20 are rejected by the 
Specifically, claims 10 and 20 call for the 
device/zipper chain to be disposed on the 



Action)(emph< 



uie 



must I 
them 



bact 



terminal ng 



of the 



to 



respecti 



releasable securing device/zipper chain extend 
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states 'The zipper of the Williams device is 
is held upright and terminates at the shouider 
rest aoainst a we arer's body when worn ." 



iasis added) Applicant respectfully 
the terminating end of the zipper 14c would 
as found in claim 1 1 . Williams expressly 
an front panel 26, travels over top panel 32, 
termination point 38 of zippers 14a and 14b on 
3a)(emphasis added) As is shown in 
o pass fully unobstructed through the 

14a and 14b are unzipped and flap 42 
worn with the enclosure. Accordingly, the 
be above where the shoulder straps 52 
to pass fully unobstructed therethrough, 
^xpressly states that the terminating point of 
zippers 14a, 14b. Therefore, the 
below where the shoulder straps 52 are 
terminating end of the zipper 14c to rest 
to be disposed below the position at which 
panel, which is not the case in the Williams 

end of any of the zippers, much less 
could rest against the wearer's body when 
zippers is disposed above the location at 
the backpack 58. Claim 21 is similar to 
zipper chain" rather than "a releasable 
patentable over the art of record for at least 
to claim 11. 
Examiner as obvious over Williams, 
terminating end of the releasable securing 
panel of the backpack and that the 



if; 
tel 
tie 



bsick i 



at least substantially halfway along the 
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back panel of the backpack when the backpack is held substantially upright. The 
Examiner in his rejection states "As disclo sed in column 5. line 54 'modifications of the 
present invention are contemplated and c<in be resorted to by those skilled in the art, 



without departing from the spirit and scope 



different embodiments and orientations for the releasable securing devices and the 
enclosure, therefore, it would have been o jvious to one skilled in the art at thetime of 
invention to change the length or orientatic n of the releasable securing devices while 



remaining within the scope and spirit of the 



quoted above, applicant respectfully submi 



on the top panel 32 of the fabric enclosure 



lo 



of the invention.' Williams discloses many 



Williams enclosure. As shown by Figure 8 



disclosed by Williams, the releasable secu ing devices can have a length spanning from 
just a portion of the back panel to a majorit/ of the back panel and it would be obvious 
to have the length of the releasable securing device extend at least substantially 
halfway along the back panel." (Page 4 of t he February 23, 2005 Office Action) 

The Examiner's initial assertion and reference to the broad language in the prior 
art reference contemplating additional mod ifications fails to expressly teach the claimed 
limitation as found in claims 10 and 20. Addressing the Examiner's last sentence 



s that the Examiner is incorrect in his 



assertion that Figure 8 of Williams et al. teaches the terminating point of the zipper 
chain being disposed at least substantially railway along the back panel. Figure 8 of 
the Williams reference teaches the termina ing point of the V arranged zippers disposed 



6, rather than on the back panel, as 



expressly called for in base claims 1 and 15 from which claims 10 and 20, respectively, 
depend. Accordingly, applicant maintains that Williams fails to disclose a backpack in 
which the releasable securing device/zipper chain has a terminating end disposed on 
the back panel, a beginning end disposed on a second panel, and that the releasable 
securing device/zipper chain extends at least substantially halfway along the back panel 
of the backpack when the backpack is held substantially upright 

Moreover, Williams et al. teaches aw ily from modifying the fabric enclosure 16 so 
that the terminating end of the zipper dispos9d on the back panel extends at least 
substantially halfway down the back panel w hen the backpack is in an upright position. 
MPEP section 2143 state "If proposed modilication would render the prior art invention 
sfnS^of PsT 8 ^ 0 ^ f ° r ^ PUrpOSe ' then * ere is 00 suggestion or 
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expressed 



» temninaing 



thu 



motivation to make the proposed modification 
USPQ 1125 (Fed. Cir. 1984)). The 
zippers 14a and 14b are so that when 
straps of the backpack disposed inside the 
and be worn by the user while the backpack 
15) Assuming, arguendo, that the 
be disposed substantially halfway down 
in an upright position, then the terminating 
also have to be proximate to that of zipper 
interconnect the tabs of the zippen>. (Col. 
zippers 14a and 14b are disposed 
backpack then when in an unzipped state 
for the shoulder straps in their entirety to 
thereby teaching away from the intended 
or suggestion for such modification, the 
case of obviousness. 

For the foregoing reasons applicant 
the prior art of record and passage of this 
additional fees or charges are required in 



\* (citing In re Gordon, 733 F.2d 900, 221 
intended purpose or function of the 
unzfpped and the flap is rolled up the shoulder 
fabric enclosure 16 may pass therethrough 
is shielded by the enclosure. (Col. 2, fL 10- 
end of zipper 14c were modified so as to 
back panel when the backpack is disposed 
ends of the other two zippers 14a, 14b would 
14c to ensure that a common padlock can 
II: 1-5) If the terminating ends of the 
halfway down the back panel of the 
flap would not provide sufficient clearance 
unobstructed therethrough and be worn, 
p jrpose of the invention. Absent a motivation 
examiner has failed to set forth a prima facie 



substan ially 



tie 
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submits that claims 1-24 are patentable over 
a ^plication to issuance is requested. No 
connection with this matter. 
Respectfi illy submitted, 




Cohen 
t0,361 



Attorney f sr Applicant 
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